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Status 
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Disposition of Claims 
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4a) Of the above claim(s) 1-20.47 and 52 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 
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7) D Claim(s) is/are objected to. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 
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1. Claims 21-46, 48-51, 53 and 54 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Maeda et al. (Japanese Kokai Patent Application No. Hei 7[1995]- 
137432). With respect to the new claim limitations, it is noted that the particles of 
Maeda et al. are cross-linked [0008]. With respect to the limitation of the percentage of 
particles with a mean particle size below 0.5 microns, Maeda et al. uses different 
terminology to recite particle size, but it appears that its ranges would overlap with those 
instantly claimed. Maeda et al. disclose a volume average particle size D that can be 
0.5 microns. In addition, 70 wt % or more of the particles are in the size range of 0.5D- 
2.0D (i.e. 0.25 microns to 1 micron). Applicants claim 21 requires that numerically at 
least 58% of the particles have a mean diameter of less that 0.5 micrometers. Since 
this is a numerical percentage that would permit will over 58% of the particles by weight 
to have particle sizes over 0.5 microns, the claim reads on Maeda et al. (the particle 
size ranges overlap). Such particle size distributions would clearly have been 
suggested by [0006] of Maeda et al. In addition, claim 29 states that the particles of 
claim 21 are "a component of an at least bimodal system" including other (larger) 
particles. If this is the case then the percentage set forth in claim 21 is essentially non- 
limiting. Claim 21 does not appear to recite the complete set of component particles 
which may be present. 

The amendment to claim 29 does not overcome the applicability of the Maeda et 
al. reference. As it is written, the claim is broad enough for multiple "at least bimodal" 
systems to be present. Such multiple systems could cancel out the modality of the 
other systems that are present. Assuming that the porous particles of Maeda et al. are 
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mono-modal when taken as a whole, when subdivided into such systems, one system 
would be present which was at least bimodal and would have a mean particle diameter 
of greater than 0.5 micrometers. 

2. Applicant's arguments filed April 13, 2005 have been fully considered but they 
are not persuasive. Rejection under 35 USC 112 has been withdrawn in view of 
applicants' amendments, but the record is unclear as to whether the values in the 
specification are actually numerical percentages of weight percentages. They have 
been treated as numerical percentages since there is nothing of record to demonstrated 
that a weight percentages was intended. Applicants state that Table B indicates at least 
a 4-fold increase in 60% gloss when more than 58% of the particles have a particle 
diameter of more than 58%. First, it would have been expected to one of ordinary skill 
in the art that gloss increases when smaller particles are used. If gloss is an important 
criteria, then one of ordinary skill in this art would have known to include smaller 
particles such as those commonly used in the art to form gloss layers. See for example 
Ogawa et al. (5,576,088), col. 5, lines 13-15. Results of increased gloss would be 
expected when smaller particles are included in the medium. While Maeda et al. may 
recognize certain drawbacks to the inclusion of small particles, one of ordinary skill in 
this art would have found it obvious to weigh all of the pros and cons of this aspect of 
the invention to determine appropriate sized particles for inclusion in the layer. 

Second, some of the values in applicants 1 table are not understood. With respect 
to the comparisons, it is unclear how it was determined that the comparisons have no 
percentage of particles under .5 microns in size from data on mean particle diameter. If 
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the average diameter is .682 microns, one would expect some percentage of the 
particles to have diameters under .5 microns unless the particle size was carefully 
controlled to exclude all smaller particles. The particles of Maeda et al. may have a 
weight average particle size of 0.5 microns which numerically would require more that 
half numerically to be less that 0.5 microns in size. Therefore, it would be expected that 
the range of particle sizes of Maeda et al. either overlaps with that of applicants or is not 
patentably distinct therefrom. 

Contrary to applicants' arguments with respect to claim 29, the other modes of 
particles recited therein are not required to be and would not have been 1 expected to be 
present in a different layer without an explicit recitation of this structure. 
3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pamela Schwartz whose telephone number is (571) 
272-1528. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on (571 ) 272-3186. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

PRSchwartz 
July 9, 2005 




